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OMB Control #0651-0009 (Exp. 08/31/2004)

Response to Office Action

To the Commissioner for Trademarks:

Please amend application serial no. 78050509 as follows: ?
?

Arguments
In response to the substantive refusal(s), please note the following:

(V”p/)c Amendment and Response Under 37 C.F.R. Section 2.62 Madam: In response to the Office Action
dated March 24, 2003, Applicant respectfully submits the following response. Please substitute the
attached specimens for the rejected specimens. Argument The Examiner has determined that the
Amendment to Allege Use is unacceptable due to unacceptable specimens. In response, the Applicant
submits the following: A review of Applicant's website shows that he has been selling retail products
in the alarm industry and has provided a variety of information (including news) which supports its
claims of use in International Classes 035 and 042. There are links to news regarding associations
(see attached image), and to products and services which can be bought or sold through the website.
Unfortunately, many areas of the site are being mothballed for the time being due to a contract
dispute, and some of those features are disabled now. But each was up and running at the time of the
filing of the Amendment to Allege Use. However, Applicant is still selling, at retail, through its
website, educational products and providing information related thereto, thus meeting the
requirements for use in International Classes 035 and 042. Attached to this Office Action Response
are new specimens that were in use at the time the Allegation of Use was filed. Note that Applicant is
not providing educational services, but merely selling, at retail, online, educational products produced
by another. Attached hereto are printouts from Applicant's website and supporting documents from
the company which provides the educational materials showing that Applicant is indeed using, and
has been using since the filing of the Allegation of Use, the mark in conjunction with provision of
retail services and information services. A prospective customer is able to log in to Applicant's
website and register and pay for the course they wish to take. Thus, there is a retail sale that takes
place at the Security Ecommerce website. The Applicant's trademark is clearly displayed in
conjunction with the offer to sell. See attached image. The specimens specifically show the courses,
prices, and there are links to log in and purchase the courses. Therefore the requirements stated in the
TMEP, Section 1301.04 are met, and the substitute specimens are acceptable for International Class
035. In addition, information is being provided on the website regarding the educational material (see
description on attached images). The information is provided directly below Applicants trademark,
which is displayed prominently at the top of the page. Again, this meets the requirements stated in
TMEP Section 1301.04, and the substitute specimens are acceptable for International Class 042.
Supporting Documents Applicant has also attached supporting documents (see attached images)
showing that that it is indeed providing information and retail sales regarding the educational material
(see Heads Of Commercial Agreement), and that the mark is used on another's website to identify its
sales of the education material NBFAA site printout). See TMEP Section 1301. Declaration The
substitute specimens were in use in commerce at Jeast as early as the filing date of the Amendment to
Allege use. The undersigned, being hereby warned that willful false statements and the like so made
are punishable by a fine or imprisonment, or both, under 18 U.S.C. 1001, and that such willful false
statements may jeopardize the validity of the application or an resulting registration, declares that he
is properly authorized to execute this application on behalf of the applicant; he believes the applicant
to be the owner of the servicemark sought to be registered, or, if the application is being filed under
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15 U.S.C. 1051(b), he believes applicant to be entitled to use such mark in commerce; to the best of
his knowledge and belief no other person, firm, corporation, or association has the right to use the
mark in commerce, either in the identical form thereof or in such near resemblance thereto as to be
likely, when used on or in connection with the goods/services of such other person, to cause
confusion, or to cause mistake, or to deceive; and that all statements made of his own knowledge are
true and all statements made on information and belief are believed to be true. CONCLUSION In

view of the foregoing remarks, Applicant respectfully asserts that all defects have been cured and this
application is in condition for allowance.

?
Evidence

Evidence in the nature of Page 1 of Heads of Commercial Agreement showing authorization to sell
educational material. has been attached.

Image: 6319340130-2420271 7468-security_commerce 0001.jpg

Evidence in the nature of Page 2 of Heads of Commercial Aggreement. has been attached.
Image: 6319340130-2420271 8530-security_commerce_0002.jpg

Evidence in the nature of Applicant's webpage referencing offerings for sale and information (e.g.,
news). has been attached.

Image: 6319340130-2420271 9588-specimenlwherego.jpg

Evidence in the nature of NBFFA website printout referencing Security eCommerce sales of
educational programs. has been attached.

Specimens
Applicant hereby submits a specimen for Class 035.
The specimen(s) submitted consists of Entry page to sale of educational programs..

For an application based on 1(b), Intent-to-Use, "The substitute specimen(s) was in use in commerce
prior to the filing of the Amendment to Allege Use (AAU)."

Image: 6319340130-24202723 865-specimen2eduenter.jpg

?

Applicant hereby submits a specimen for Class 035.
The specimen(s) submitted consists of Webpage showing courses offered and pricing..

For an application based on 1(b), Intent-to-Use, "The substitute specimen(s) was in use in commerce
prior to the filing of the Amendment to Allege Use (AAU)."

Image: 63193401 30-24202725962-specimen2educourseprice.jpg
?

Applicant hereby submits a specimen for Class 042.
The specimen(s) submitted consists of Webpage showing course information provided..

For an application based on 1(b), Intent-to-Use, "The substitute specimen(s) was in use in commerce
prior to the filing of the Amendment to Allege Use (AAU)."

Image: 63193401 30-24202727018-specimen2educourseinfol .jpg
?

Declaration

?

Declaration Signature

Signature: /Michael J. Hoisington/ ???Date: 09/24/2003
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+ Signatory's Name: Michael J. Hoisington, Esq.
Signatory's Position: Attorney for Applicant

0

Response Signature

Signature: Michael J. Hoisington/ ???Date: 09/24/2003
Signatory's Name: Michael J. Hoisington, Esq.
Signatory's Position: Attorney for Applicant

Go Back
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